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STUOY  TITLE;  PATLILIT  FOLICY;  The  Evolution  of  U.3.  Government 


Policy  Concerning  Patento  Hoculting  Prom  Federally  ftinded 
Reccarch  and  Development,  1941  - 1977 

STUDY  PROJECT  GOALS; 

To  provide  a co.mprehcncive  overview  of  U,3,  Governnont  patent  policy 
concerning  o;mcrnhip  of  inventions  v.'hich  result  during  federally 
funded  research  and  development. 


STUDY  REPORT  ABSTRACT; 

The  purpose  of  this  resort  is  to  provide  a comprehensive  overview  of 
a most  comnlen  and  lo;.'-visihilit,y  subject,  U.3.  Government  policy 
towards  patents  resulting  from  federally  funded  research  and  development 
contracts. 

The  report  covers  the  period  1941  throurh  1977  Jind  discusses  the  evolu- 
tion of  current  U.G.  Government  patent  policy.  Variout;  attempts  by  all 
three  branches  of  the  federal  Government  to  establish  a uniform  patent 
policy  arc  summarised  along  with  a discussion  of  current  policy  and 
proposed  legislation,  and  a sjmopsis  of  Department  of  Defense  policy  and 
procedures.  Tlie  report  ends  with  a prediction  of  future  lea-islation  to 
establish  a uniform  patent  policy,  and  a note  of  waminr  to  the  Depart- 
ment of  Defense  if  that  nc'w  policy  reeuires  the  Government  to  take  title 
to  all  inventions  resulting  from  federally  funded  research  and  develop- 
ment. 

The  report  relies  heavily  0)i  second  source  reports  from  periodicals  of 
tlic  times  suc)i  a Science  and  rhgineering  JTews.  Government  reports  are 
frequently  referenced.. 


Smy iiCT  DE3 CK II’l’OR ; 

Government  Patent  Policy  (l?) 


NAME,  RANK,  SERVICE 

CLASS 

DATE 

John  Vf.  Dempsey,  Pajor,  U3A 

P!'C  77-2 

20  October  1977 

GOVI'IR'JI.LHir'I’  PATilTT  POLICT: 

T:Z^  ..V0LU?I0!7  op  U.S.  GOVI'I^n.riilllT  policy  COUCIWIIUG  PATirTTO 
r:isul7i::g  phoi.:  ??,d:;raily  Fii:n)RD  RirrRAiicii  aijd  DiTV'ELOPr.'iij'?,  19/u  - 1977 


Individual  Study  ProyrGr.! 

Study  Project  Report 
Prepared  an  a Pornal  Report 

Defence  Sycternfj  Yaiia'-enent  Colle'-c 
Frorrar.  Pa?iarer.cnt  Course 
Class  77-2 


sxL'cuTiva  suin.jiaY 


T'.'ic  report  in  r.n  overview  of  U.U.  Goveirinent  pate'it  rolicy;  that 
ie,  the  policy  towardo  o-.merfhip  of  ir.veritionc  '..'hich  are  developed 
durin"  the  courae  of  federally  funded  recearcli  and  develon.r.ent.  1/orld 
War  II  reeuired  the  United  Stater,  to  invert  heavily  in  research  and 
dcvolopnent  in  an  effort  to  field  modern  iroapons  of  v:ar,  and  that 
ir.voctr.ent  bar  -rown  each  year.  The  resultant  vast  sums  of  money  bein'' 
spent  on  research  and  development  brou'~ht  attention  to  the  question  of 
patent  rirhtr.  This  report  covers  the  period  from  19^1  to  present,  and 
discussorr  the  evolution  of  Government  patent  policy  and  the  influences 
co'.erted  on  that  policy  by  the  three  branches  which  co.m.pore  the  U.S. 

G overnment . 

The  policy  of  ti-.o  U.S,  Goveimmont  and  its  a'-encier  can  be  establish- 
ed by  th.e  Jrecutivo,  Lc'-islative  or  Judicial  branches.  As  an  emamplc, 
the  President  ca!'.  state  a policy  towards  p.ntcnt  rights.  That  policy 
will  be  reflected  by  the  executive  a-'cncies  of  the  Government,  to  in- 
clude the  Department  of  Defense,  and  the  policy  will  stay  in  effect  until 
ch.anycd  by  the  Chief  Unccutivc,  successfully  challenged  in  the  Courts, 
or  lo^-islatod  a-aiiist  in  Con'-ress. 

Despite  decades  of  debate,  tJioro  is  no  u.niform  Government  patent 
policy  today.  The  Unccutive  branch  has  a policy  that  essentially  allows 
flexibility,  T];at  flcribrlity  has  resulted  in  some  20  different  patent 
policies  now  bein''  used  by  the  a.-'cncioc  of  the  federal  Govern.mont  in  its 
ori-''oin''  research  and  development  contract  relationshins.  Some 
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Governii'ent  n.-oncios  retain  the  rirhtc  and  title  to  any  inventionc  for  the 
Govornnont,  v:itl:  the  contractor  '~ettin,"  an  e::clunivo  licence  (title  pol- 
icy), ot’iorc,  including  the  Departnont  of  Defence,  ,ftivc  title  to  the 
contractor,  irith  the  Government  .rettinr  a royalty  free,  c::clucivo  li- 
cence (licence  policy).  The  Question  of  licence  versus  title  policy  has 
been  debated  by  each  Adminictration  and  virtually  every  Conyroccional 
cession  since  the  late  19A0'r  , and  more  recently  the  Courts  have  become 
invol^'cd  becauce  of  the  "public  interest." 

This  report  looks  at  the  efforts  to  yet  a uniform  patent  policy, 
including  t!;c  Icitest  leyiclative  proposal,  and  ends  uith  a reviev;  of 
the  Department  of  Defen.se  patent  policy. 

Because  of  the  paten.t  ri''!'.ts  impact  on  contractin,'^  for  research 
a.nd.  development,  this  report  should,  bo  of  interest  from  a practical 
stanodpoint  to  a.n;!''one  involved,  in  the  s^rsteiir.  accuisition  process.  Korc 
importantly,  it  is  hirhly  probable  that  Gonyrece  '.rill  lemislate  a uni- 
form patent  policy  in  the  nc::t  fcir  .’■’•oars.  If  that  policy  turns  out  to 
favor  title  policy,  the  Departmen.t  of  Defense  i:ill  iiave  to  make  ci.'-nif- 
icant  chcn.yes  in  the  nay  it  contracts  for  research  and  development.  In 
tlsat  case  this  report  should  be  of  special  interest  in  chovrin™  the 
’■.istorical  devclooment  and  baehrround  of  Government  patent  policy. 
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SECTION  I 


Introduction 

"To  nronoto  the  ]Yorronn  of  Scionco  and  the  uneful  Arte  by 
eccurinrf  for  limited  Timer:  to  Authors  and  Inventors  the  eycluoivo 
Ri^ht  to  ti'iOir  respective  'vritinas  and  Discoveries,"  Article  I, 

Section  8 of  the  Constitution  of  the  United  States  roco.-piised  that 
invention  resuired  special  protection  under  Eoderal  lau,  and  empo-t.-ered 
Congress  to  ~rant  uatentr:  and  to  define  the  scope  of  the  '~rant,  Al- 
thou.^h  the  ’.rord  "patent"  does  not  a.npenr  in  the  Constitution,  James 
Uadison's  "Journal  of  the  Debates  in  th.e  Convention  vrhich  framed  the 
Constitution  of  the  United  Staten,"  soccifically  refers  to; 

",  . . '-rant  pote-ats  for  useful  inventions,"  as.  a oronosition  unani- 
mously adonted  by  the  Com.mittee  of  Detail  (1:2'^).  The  drafters  of  the 
Constitution  ’..'isely  chose  to  allou  Con.'^ress  to  decide  the  meaninr  of 
words  such  ar:  "ure-Tul  ,"  and  "erclus.ive  Hi'*!'.t." 

Congress  has  carried  out  its  Constitutional  responsibilit.'/’  by 
enactin'-  oatent  laws,  the  first  of  v.'hich  v.'as  passed  in  1790,  and  is 
still  the  basic  uatent  la’.r.  The  effect  of  the  patent  lavrs,  an  intended 
by  the  drafters  of  the  Constitution,  has  been  to  ^rant  a m.onouoly  in  a 
new  invention  for  a li-.ited  time  in  erchanro  for  full  disclosure  of  tl;e 
invention  in  a patent,  and  a dedication  to  the  public  of  the  free  riyht 
to  m.al;e,  use,  and  sell  that  inveition  after  the  natent  has  ewnired. 
Uorn^'er,  at  the  time  the  Constitution  v;an  drafted,  inventions  v.-ere 


normally  the  result  of  individual  '..’ork.  The  purnoac  of  the  natent 
system  is  to  regard  the  inventor  v:th  a lea-al  ri.'^ht  to  his  invention, 
and  to  simultaneously  provide  for  nublic  knoi.-led'-c  of  the  discovery 
in  order  to  advance  tcchnolory. 

Over  the  years  the  nature  of  invention  has  chan.~cd  simif icantly 
from  that  envisioned  in  1790.  ?oday  the  -’rent  majority  of  important 
inventions  are  the  result  of  entencivc  research,  and  that  research  has 
become  increasin/tly  errnensive,  ?he  tremendous  cost  of  research  has 
moved  invention  from  the  domain  of  the  individual  to  the  domain  of 
the  lar.'^e  organisation.  Organisations  such  as  universities , industrial 
laboratories,  find  veil-financed  non-orofit  research  centers  have  been 
responsible  for  an  increasinr  percenta.[;e  of  total  patents. 

Into  this  picture  enter  the  amencies  of  the  federal  Oovorment. 

Federal  avencios,  incTu’inr  the  Department  of  Defense,  carry  nut  emter.- 

r ivo  rcr  earch  an'  '.cvelopient  contracting  pro -"rams  vhich  result  > 

t’lousands.  o"  i vonti  >-.s.  eac’i  year,  Datent  riyhts  under  Government 

contracts  have  traditionally  been  established  in  the  procuremcr.t  co:i- 

iract.  0\cr  the  past  '6  years;  the  Government*::  policies  tovarc's  j 

patent  riyhts  have  been  extensively  debated  - without  si,rnificant  j 

chan/;;es,  Conseouontly,  there  is  today  no  uniform  Government  patent  | 

nolicy  for  owTiorsh-ip  of  inventions  resulting  from,  fcderally-fundod  | 

1 

i 

res care. . j 

'T'.'.e  basic  truest  ion  •. 'lic'  ha:;  bre:-;  u iz'c.  o'’\'cd  over  the  years-  .is 
other  or  no!,  the  Governme.it  n’lo-il  ■ '-.’sc  ':c  ■'  patent  re:-uliir.r 

fro;  '’e’er.-  ^Fy  '‘unde'  r''::oarch,  or  recc'v'^  • r i.-.’-al  - "'rs  e license. 

» 

r. 


'fatsor.  and  Hainan  tied  the  public  intcrect  to  the  (1  overnnent ' c patent 
policy  ac  follovn: 

The  patent  policies  of  a federal  a.™ency  are  the  servants  of 
the  -nublic  interest.  The  public  interest  consists  of  thousands 
of  objectives,  lar.~e  and  snail,  far  a.nd  near,  important  and  unim- 
portant, pursued  by  Government  and  by  private  oraani sat ions  and 
individuals,  Tlie  public  interest  in,  say,  the  prevention  of 
pollution  is  one  thinr;  in  the  prices  of  farm  products  it  is 
somethin-  else.  Relevant  here  is  the  public  interest  in  the 
disposition  of  rirhtc  to  the  inventions  emerrinr  from  research 
and  develoanent  financed  by  the  federal  Government  (2:l). 

There  arc  t’.ro  veil  entrenched  and  disparate  views  of  how  the 
"nublic  interest"  should  be  protected.  One  view  holds  that  the  Govern- 
ment should  only  tad-:c  license  to  the  invention,  and  that  the  contractor 
sliould  retain  the  natcnt  ri,mht  and  title  (licence  policy).  The  opposite 
view  is  that  since  the  invention  results  from  taxpayer-funded  research, 
the  patent  should  belon-  to  the  Government  (title  policy).  There  is 
also  a niddle-of-the-road  philosophy  that  says  the  natent  rimbte  should 
be  determined  based  unon  the  procurement  situation  (flexible  policy), 
j\r-urnents  for  all  vics's  have  been  heard  by  all  branches  of  the  federal 
Government  over  the  oast  36  years,  and  will  undoubtedly  be  iieard  a-main. 

The  evolution  of  U, S.  Government  nolicy  concerning  patents  result- 
ing from  federally  funded  research  and  development;  the  influence  of 
the  Lomislative,  Hxocutivc  and  Judicial  branches  on  that  policy;  and 
the  status  of  Government  patent  policy  in  1977  are  the  subjects  of 
this  report. 
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Darly  Effort n in  Deterniinin^ 

G?ovcrn.~ont  Patent  Policy 

"atio.'.'l  ^atent  Plaanin."-  Coninir-ai  on 

Proni  1941  throu'-h  194‘5,  tho  ITational  Patent  Planning  Connir-.cinn, 
at  President  Roosevelt's  direction,  studied  the  patent  system  to  make 
certain  that  it  •..•as  oneratin,-:  most  effectively  in  the  public  interest. 
Part  of  the  study  dealt  '.rith  the  administration  of  natcnts  -..’hich  ’..'ere 
o’.cncd  outri.yht  by  the  Government  and  also  -icith  the  respectiv'c  ri'’’htc 
of  the  Governm-cnt  and  its  contractors  in  inventions  developed  durinm 
contract  relationshins.  At  the  time  the  study  ’..'as  takinf*  nlacc  each 
of  the  federal  ar-encies  ’.rhich  snonsored  scientific  research  determined 
its  o’/.m  natont  nolicy.  The  most  widespread  nrocedure  was  to  allo’.-.’  the 
contractor  to  patent  any  inventions  resultin-  from  Govem’oent  financed 
research,  ’..'ith  the  Govemm.ent  receiving  a royalty-free  licence.  The 
"license"  patent  nolicy  v.'as  the  prewar  policy  of  the  .irmed  services 
and  the  'wartime  nolicy  of  the  /Jar  and  Pevy  Denartments  .and  of  the 
Office  of  Scientific  Research  and  Development,  On  the  other  hand,  the 
Donartment  of  A'-riculture , and  other  nubl ic-orientod  federcol  arencics, 
let  contracts  -.rhich  called,  for  the  Government  to  retain  patent  rif-hts. 

The  Co-imission' s .‘teecutivc  Director,  A, A,  Potter,  wrote  in  1945* 

i^hilc  it  is  not  feasible  to  have  uniform  practice  ’..-ith  re.-ard 
to  patents  resultin'*  from  Government-snonsored  research,  it  apnenrs, 
however,  that  since  the  Government  has  no  need  of  the  riaht  to 


exclusion  conferred  by  a pe.tont,  and  does  not  enter  into  ordinary 
commercial  entcrerises  in  com.petitJon  •..’ith  its  citisenr,  full 
oimershin  of  natents  should  not  be  assorted  bv  the  Government 

(3:719).' 


The  national  Science  Foundation  Debate 


In  1943  Senator  Harley  i.ilmorc  of  rt'est  Vir'-inia  issued  a resort 
recoramendinm  that  a National  science  Foundation  be  established  to 
sunoort  neacctime  scientific  research  (/. )•  One  of  t;;c  m.oct  controver- 
sial narts  of  Genator  ■ il'-ore's  nromsal  concerned  natent  rir*hts; 

To  nrotect  the  taxna.’-er ' s interest,  all  rereerch  and  develon— 
nent  nro.iects  financed  in  vrhole  or  in  nart  by  the  federal  Govern- 
ment should  bo  undertaken  only  upon  the  condition  that  any  inven- 
tion or  discovery  resultin”  therefrom  '.rould  become  the  prooerty  of 
the  United  States.  The  Foundation  should  also  be  ennowered  to 
■-rant  nonexclusive  licenses  to  persons  or  or.-ani  sat  ions  •-•ishinr  to 
use  any  such  invention,  discovery,  patent  or  natent  rimht. 

As  a result  of  a reouest  fro-  President  Hoocevclt,  Dr.  Vannevar 

Bush,  Director,  Of'^icc  of  scientific  Hescarch  and  Devolonmcnt,  conducted 

a study  of  science  nolicy,  and  in  July,  l'^4b,  issued  his  Heport  to  the 

President  (u).  Dr.  Push's  recommendation  for  a National  Rcscrrcli 

Foundation  included  a patent  nolicy  comnlotely  different  from  that 

suyycsted  by  Senator  {Gilmore: 

In  makin."  contracts  ;;ith  or  '-rants  to  suck  organisations 
(outside  the  Govcimimcnt ) the  Foundation  should  nrotect  the  nublic 
interest  adeouately  and  at  the  same  time  leave  the  cooneratin.m 
or~anisations  vith  adeeuate  freedom  and  incentive  to  c'onduct 
s.cientific  research.  The  nublic  interest  v;lll  normally  be  adecuate- 
ly  protected  if  the  Government  receives  a royalty-free  license  for 
G'ovemmental  nurnoses  under  any  natents  result inm  from  work  by  the 
Found at  ion. 

The  different  natent  nolicy  approaches  espoused  by  Senator  P-ilrore 
and  Dr.  Bush  came  to  a head  durinm  joint  henrinys  on  a bill  to  create 
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ri  National  Henoanch  ?’oundation,  hold  before  cubconr.ittees  of  the  Sen- 


ate's CoriHittce  on  ’-'ilitary  Affairs  and  Conniittce  on  Cj-inerce.  The 
joint  hearin.ys  considered  a •.rorkin^  draft  of  3.12-7  v;hich  combined  the 
features  of  bills  introduced  by  Senator  Na.'-nuson  and  senator  -■  il-'-ore. 

The  section  conceminr  patent  policy  stated; 

h’xcont  as  hereinafter  provided,  any  invention,  discovery, 
patent,  patent  ri~ht  or  findinr:  oroduced  in  the  course  of  federally 
financed  research  or  develonment  shall  be  the  nroperty  of  the 
United  States  and  shall  be  freely  dedicated  to  the  public  (6:1987- 
1988). 

Objection  to  the  uniform,  patent  policy  pronosed  in  the  National 
Ic,  earch  Foundation  bill  '.vas  vridespread  and  vocal.  The  joint  con.nittoe 
heard  testinony  fron  leaders  in  the  scientific  and  industrial  spheres. 

The  najority  of  the  spokesr.en  vrere  opnosed  to  the  bill's  patent  policy, 
end  reconnended  a more  flenible  policy.  Nr.  Bush  sunnarized  the  opposi- 
tion position  when  he  stated; 

I am  very  interested,  as  I know  Senator  Kilf-ore  is,  in  workinr 
out  lea'islation  which  will  nut  the  na.tent  policies  of  the  federal 
Oovernnent  on  a very  firm  footinr.  I do  not  think,  hovrever,  that 
the  proposal  in  the  workin.r  draft  of  S.1297  provides  the  answer. 
Under  this  pronosal,  all  Government  af^encies  would  be  deprived  of 
the  authority  which  has  enabled  them  to  adjust  their  natent  policies 
to  the  equities  of  particular  situations.  Under  this  proposal,  all 
Government  a-encies  must  acquire  full  patent  rirhts  to  all  discov- 
eries resultin.y  from  research  financed  in  whole  or  part  by  the 
Government.  This  would  mean  that  even  thouyh  the  funds  furnished 
by  the  Government  were  only  a minor  part  of  the  total  cost  of  a 
research  project,  the  Foundation  would  have  to  insist  on  aceuirin- 
al 1 the  patents  resulting  from  the  research.  This  proposal  is  a 
drastic  revision  of  ewistina’  Government  patent  policy  and  I believe 
v.'ould  defeat  some  of  the  basic  objectives  of  the  proposed  legisla- 
tion. It  would,  for  example,  deny  to  the  Government,  especially  in 
the  field  of  research  on  national  defense,  the  services  of  many  of 
the  most  competent  industrial  ore-anizat : ons  in  the  country  (6;199l). 

Dr.  Bush's  tectimon,y  presented  the  ar'OJnent  which  envisioned  the 
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federal  Governncnt  as  havin,'^:  a flexible  patent  policy,  vrith  each  cieoart- 
nent  or  agency  head  deternininy  patent  policy  '.rith  respect  to  contracts 
made  by  his  organisation.  Dr,  Bush  reconnended  that  the  syster.  then  in 
use  by  the  federal  ayencies  not  be  chan.^’ed,. 

The  ar.Tunent  over  patent  oolicy  contributed  to  an  impasse  on  the 
'.National  Science  Foundation  bill. 

Department  of  Justice  Report  - 1947 

Prom  19^3  throu^-h  1^'’47,  the  Attorney  General  conducted  an  investi- 
gation of  the  federal  ayency  patent  policy  situation  (7)>  and  concluded 
that  a uniform  policy  should  be  adopted.  Attorney  General  Tom  C.  Clark 
commented; 

Scientific  and  technoloyical  research  conducted  or  financed 
by  the  United  States  represents  a vast  national  resource  rivaling 
in  actua.1  a.nd  potential  value  the  nublic  domain  opened  to  settle- 
ment in  the  last  century.  Because  the  control  of  patent  riyhts  in 
inventions  rcsultiny  from  suck  activities  means  the  control  of  the 
fruits  of  this  resource,  it  is  important  to  determine  upon  a nolicy 
for  the  Government  vhich  vill  best  serve  the  public  interest,  fur- 
ther the  provress  of  science  and  the  useful  arts,  and  snread  the 
benefits  of  the  scientific  advances  as  widely  as  possible  (8:1785). 

The  study  recommended  that  all  contracts  for  research  and  develop- 
ment financed  vith  federal  funds  contain  a stipulation  providiny  that  the 
Government  vrould  be  entitled  to  all  riyhts  to  inventions  produced  in  the 
pcrforma.nce  of  the  contract. 

The  findinys  and  recommendations  of  the  Attorney  General  reflected 
his  position  in  rcrards  to  antitrust,  and  expressed  the  concern  that 
industry  'i.'ould  build  monopoly  positions  based  upon  patents  ■..•hich 
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rocultcd  from  Govcrnncnt-funcied  rccearch.  Tho  ctudy  loft  no  room  for  n 
flexible  patent  policy,  nor  for  individual  aa-ency  hcada  to  maJeo  patent 
dociaiona  in  uniouo  situations.  All  patents  v.-ere  to  bclonr  to  the 
Governnent,  i.'ith  a proposed  agency  to  adninistor  royalty- free,  non- 
exclusive licensing  of  Govomnent-o-i-.'ncd  patents. 

The  Attorney  General's  report  received  nioTcd  responses,  with  much 
of  the  opposition  usinr  the  same  arruments  as  in  the  national  Research 
Foundation  bill  I'.earinys.  Tl'.e  Denartment  of  Defense  did  not  accept  the 
recommendat ions  of  the  Attorney  General.  DoD  '••.•anted  a policy  '.rhich 
•.,'ould  allov;  it  to  carry  out  it's  mission  of  developing  and  procurin'* 
tec’nnically  sunerior  eeuinm.cnt  vlthout  beinr  concerned  '..'ith  com.mercinl 
apnlications  of  any  inventions  res’ult inr  from  such  development.  DoD 
therefore  stayed  a'ith  its  previous  policy  of  allo'.'inm  the  contractor  to 
patent  inventions,  vith  the  Govern.m.ent  receiving  a royalty-free  license, 
several  agencies,  includin,"  the  Fublic  health  Service  and  the  Federal 
Aviation  A'-oncy,  did  adont  patent  policies  -..-hich  reflected  the  recom.- 
-.endations  of  the  Attorney  General. 

I 

I 

; Govem-^ient  Patent  Policy  - 

! 

In  early  1 ’'  0 rr^sid^nt  Truman  announced  a basic  Government  patent 
oolicy  ••  hich  affir'-ed  narts  of  the  1947  Attorney  General's  report. 

!.t.  eyor,  f .e  'Te:; ides. t .specifically  omitted  a»iy  reference  to  patent 
policy  concerris.  - inves  t ions  rc.-ultin/*  fro":  federally  funded  research. 

In  ' ■ , *.  e 1'  ic"  . ecutive  doci  e.;  to  no  chanres  to  the  way 


in  vhich  feticral  n~encicr;  i.’erc  independently  decidin'^  contract  riryhic. 

After  alnoct  n decade  of  intennivo  scrutiny  by  several  Gona-res- 
sional  Coranittecs  and  the  Department  of  Justice,  the  Government's 
patent  policy  remained  virtually  unchanred.  Con.-rcssional  concern, 
voiced  by  Senator  Kilyore,  and  monopoly  concerns  e:-:prossed  by  the 
Attorney  General,  went  unheeded.  In  1950  there  vac  no  uniform  Govern- 
ment patent  nolicy. 
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SECTIOi:  III 

Lcrislative  Branch  Influence 

Ac  Govorrmcnt  ■fundinr  for  cciontific  rcocarch  '~re'..'  in  the  years 
fol lo’.:in~  '■forld  h'ar  II,  so  too  did  public  concern  over  the  patents 
resultinr  fron  that  research.  Several  Con~rcr.nional  attenptc  vere 
r.adc  to  .~et  a uniform  Governnent  patent  policy  (such  as  the  patent 
provisions  in  the  Federal  Heccarch  Foundation  bill),  but  all  such  at- 
teriots  failed.  Con.~ross  then  be/^an  to  include  patent  •orovisionc  in 
separate  acts,  a netl'.od  of  le-r-islatin,"  Government  patent  policy. 

ilational  Science  Foundation  Act  of  195^ 

Conyress  initiated  its  first  patent  policy  statement  in  a non- 
inf  1 amatory  '.ray  in  the  national  Science  Foundation  xict  of  19*3^  (9). 
Avoidin."  th.e  basic  issue,  that  of  patent  title  versus  licence,  Conrrec 
recuired  that  contracts  relatin'^'  to  scientific  research  contain  pro- 
visions -oveminr  the  disposition  of  inventions  produced  thereunder, 
in  a manner  calculated  to  protect  the  public  interest  and  the  eouiticr. 
of  the  individual  or  orr-anisation  Kith  u'hich  the  contract  ’Kas  nadc. 

The  act  vas  ciynificant  in  that  it  did  not  require  that  the  Government 
take  title  to  an,y  patents  resulting  out  of  federa.lly  funded  research. 
In  fact,  the  National  Science  Foundation  vjas  .riven  the  type  of  flex- 
ibility in  makin."’  policy  that  had  been  recommended  by  fr.  Bush  in  1945 
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Atonic  -‘Inor.'ty  Act  of  .1954 


Gonrrecr.  r.ovcd  fully  into  the  patent  policy  nahiny  role  vrith  the 
patent  proviGionc  '..'ritten  into  the  Atomic  liner, fp/-  Act  of  1954  (lO^. 

In  that  le.jjiclation  Conf;recG  ensured  that  any  inventionc  developed 
duriny  federally  funded  reccarch  vrould  be  the  property  of  the  Govern- 
.ment,  Ho:revcr,  Con.^recc  included  a unieuo  nrovicion  in  the  lavr  vhen 
it  ."ranted  the  A.tonic  I-Vicr.p;,r  Commiecion  the  nover  to  i.’aivo  riahtn  to 
patents'  "under  nuch  circumstanccD  ar  the  Commicnion  may  deem  appro- 
priate." Lan-lsen  and  Kornrcich  e:rplaned  Con.^rerisional  thinkin"  as 
follos.’c: 

This  1954  le.^iclation  ,mave  the  Ato.mic  liner, qy  Co.m.micsion 
the  renponcibility  of  overceein-''  rccearch  and  development  activ- 
iticc  to  further  peaceful  ucce  of  atomic  cnerap/  by  enterinr  into 
coiitractn  for  such  recearck.  The  sections  of  the  statute  . . , 
reflected  the  vicK  of  Con."resG  that  no  company  should  obtain  a 
monopolistic  or  dominant  position  in  this  nevr  field  as  the  result 
of  such  contracts.  This  view  ’.ras  based  on  the  belief  that  be- 
cause the  field  of  atom.ic  erxerr^r  was  a new  field  v;hich  had  been 
developed  almost  entirely  throupii  the  expenditure  of  Government 
funds,  the  equities  required  the  Government  to  follow  a policy 
that  would  assure  tliat  equipment  in  this  field  '..'as  available  to 
private  or  public  users  on  a competitive  basic.  In  this  situa- 
tion, it  ’.-as  the  vie-,,-  of  Con."ress  that  this  heavy  investment  in 
the  field  of  nuclear  tcchnolo.my  overrode  the  .^-cncral  concept  thiat 
inventions  are  brou"ht  to  nractical  use  more  cuichly  and  effi- 
ciently through  the  .^rantina  of  a patent  to  the  inventor  (11:1/ ). 

Tl'.cre  was  little  coordinated  opposition  to  the  patent  policy 
established  by  the  Atomic  i^nerq;'/  Act  of  1954,  probably  due  to  the 
nature  of  the  materials  bein.^  develonod.  However,  the  lonr-term  im- 
plications did  not  escape  notice,  as  shown  by  the  followin'^  remarks, 
attributed  to  Wa.-me  H.  luhn.  President  of  the  .fuacrican  Institute  of 
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Current  Govcm.r.ent  thinl";in,'~  and  apparent  philocophy  that  it 
has  the  entire  rirrht,  title,  and  interest  on  a patent  - instead  of 
frettinr  a royalty-free  nonexclusive  licence  - could  have  a very 
r.arhed  effect  on  our  social  and  professional  inventive  cli.-nate. 

One  can’t  increase  incentive  if  one  takes  ai.’ay  the  rir^^ht  of  the 
inventor  from  r.iakin/3  or  usina-  his  o’.m  invention  (l2:27). 


national  Aeronautics  and  Soace  Act  of  1958 

In  the  ?JAGA  Act  of  I958  (l"?),  as  in  the  Atonic  Uner.'r/  Act  of  1954» 
Congress  a-ain  established  the  policy  that  any  invention  nade  in  the 
ncrfornance  of  any  ’irork  under  any  contrn,ct  of  IIASA  vrould  be  the  ex- 
clusive property  of  the  Govemnent.  And  arain  Conyress  a^ave  the  A.d- 
ninistrator  of  lIAoA  broad  non'ers  to  ii-aiver  the  Governnent's  ripfrht 
to  such  inventions  if  he  deternined  that  the  waiver  ’.rould  be  in  the 
best  interest  of  the  nublic.  Gonyressional  rationale  for  the  patent 
policy  '.ras  not  as  clear  in  the  hAlSA  Act  ns  it  was  in  the  AEG  Act. 

Lasken  and  homreich  note: 


It  is  clear  that  the  Conyressional  proponents  of  the  title 
policy  had  beconc  none  vocal  at  this  time  and  that  there  was  a 
'-encral  belief  that  the  tochnolo,<y;/  of  space  mirht  be  similar  to 
the  technoloy;.'-  of  atonic  cner.'y/-  in  terns  of  applicable  Govern- 
nent  patent  policy.  In  retrospect,  this  belief  vras  probably 
un.iuctif ied.  It  is  now  clear  that  the  techr.olo,yy  of  space  can- 
not bo  considered  a field  of  science  or  tcchnolo/yv,  but  rather  is 
a conrlor.cration  of  various  technoloyies.  In  addition,  it  is 
now  clear  that  ilASA  funds  have  played  a dominant  role  in  only 
a few  of  these  technolo'’ies  with  most  beiny  based  on  prior  mili- 
tary or  commercial  research  efforts.  In  fact,  the  position 
of  NASA  is  much  more  analogous  to  that  of  the  Department  of  De- 
fense than  it  is  to  the  /itonic  Ihcroy  Commission’s  (ll:l6). 

By  the  end  of  the  195'^'^  federal  arcncies  were  still  workinr 

under  several  different  patent  policies.  These  policies  ranged  from 
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those  of  the  Department  of  Defense,  >:here  contractors  wore  riven  title 
to  inventions,  with  the  Government  '-ettinr  a royalt.v-froe  license, 
to  the  A3C  and  ITA3A  where  by  law  the  Government  retained  title  to 
inventions  developed  under  federally  funded  research.  Naturally, 
neither  patent  policy  pleased  everyone.  Con'-ressional  concern  about 
the  Department  of  Defense  policy  was  still  beinr  expressed  by  Senator 
Nussell  Lonr  of  Louisiana,  and  the  statute  reouirements  of  the  Atonic 
iinerr;/  and  NASA  Acts  were  opposed  by  industry. 
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Executive  Branch  Influence 

Continued  Con.'nr'ecnional  Concern 

In  December  1959 » "the  Senate  Subcomnittee  on  Monopoly  of  the 
Select  Connittee  on  Small  Buninccc,  chaired  by  Senator  Ruccell  Lonr, 
held  three  dayc  of  hearin'^n  on  oatent  policier  of  Qovernment  a^enciec, 
Tertinon.v  at  the  hearin.~G  chowed  that  the  Government  had  no  uniform 
policy  on  dicpocinm  of  ri~htc.  to  patentc  on  fnventionc  conceived  under 
Government  contract.  Some  arcncicc  - Atom.ic  Eneryy  Conmiscion,  National 
Aeronautics  and  Space  Administration,  Department  of  /lyri culture,  Inte- 
rior Department  - took  title  to  the  patents.  But  most  Government 
a-oncies  (with  the  bulk  of  the  research  and  development  dollars)  secured 
a royalty- free , nonexclusive  license  to  use  inventions,  and  permitted 
the  contractor  to  retain  title  to  the  patent.  Refcrrina'  to  the  policy 
of  the  Defense  Department  of  permittinr  contractors  to  obtain  patents 
on  inventions  made  under  IV'.-.D  contracts.  Senator  Lonr  said: 

This  policy  irill  bestow  unearned  monopolies  throu'^hout  the 
country.  These  monopolies  •..'ill  restrict  competition  and  force 
the  public  to  pay  hi'-h  prices  for  new  products  which  would  be 
sold  more  cheaply  if  competitors  vrere  allovred  in  the  field  (l4s32). 

Defence  Department  i.-itnesses  reiterated  the  argument  that  it  was  not 

the  mission  of  the  Defense  Department  to  administer  patents.  FAirthcr, 

in  order  to  obtain  weapons  incorporatinr  advanced  technoloipy,  the 

Defense  Departr.ent  had  to  compete  with  demands  of  the  civilian  market 
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’’.•r  the  scientific  resources  of  American  industry.  If  industry  had  no 
hope  of  connercial  markets  because  the  Government  took  title  to  inven- 
tions developed  under  contract,  it  ■i;ould  be  hard  to  r-et  competent  firms 
for  the  •..'ork.  The  Department  of  Defence  patent  policy  vas  necessary 
to  ■'ivc  industry  the  incentive  to  provide  the  scientific  resources 
recuired  in  the  national  interest. 

llo  lc2;islative  action  was  tal-Lcn  as  a result  of  the  hearinyc. 

In  I960  the  Senate  Subcommittee  on  Patents,  Trademarks,  and 
Copyri,y.htc,  headed  by  Senator  Joseph  C.  0* Mahoney  of  Hyominy,  conducted 
hearings  on  two  bills  introduced  by  Senator  O'ltahoney.  S.'?.156  re- 
euirod  Government  agencies  to  tal:e  title  to  all  patents  arisin/r  from 
Govemment-f inanced  research  unless  the  national  Science  Foundation 
ruled  that  it  vras  not  necessary  in  the  public  interest.  S.3440  re- 
ruired  Govemm.ent  arencies  to  tal:e  title  to  all  inventions  made  under 
a Govemment-f inanced  research  contract  or  mrant.  Arain  the  concerned 
Government  arren.cies  testified  that  a uniform  patent  policy  was  not 
necessary,  and  r;tressed  that  if  Conrresc  did  establish  a iniiform  policy 
that  it  should  be  flexible  enourh  to  allow  the  various  contracting 
a.~cncies  to  malce  decisions  based  upon  the  situation  (I5:3fl)« 

Neither  bill  was  forwarded  to  the  Senate. 

In  1961  the  Senate  Subcommittee  on  Patents,  Trademarks,  and 
Copyrirhts  held  hcarinrs  on  two  bills  to  establish  a uniform  federal 
patent  policy.  S.IO8/,  sponsored  by  committee  chairman  Senator  John 
L.  M'cClellan  of  irkansas,  required  the  Government  to  ta]:e  title  to  all 
inventions  resultinr  from  Government  research  and  develonment  contracts. 
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3,1176,  sponcored  by  Senrlor  Ruc:!Jc11  Lony,  ectabliched  the  came  patent 
policy  but  also  provided  for  a no;/  arenc.v  to  administer  Govemment- 
ovmed  patents.  These  bills  brourht  Government  and  industry  ;.'itnesces 
T.'ho  stressed  the  need  for  a flexible  policy.  The  consensus  of  tos- 
timon;;.’’  ;/aD  that  Congress  should  enact  leyislation  settin'^  broad  reneral 
policies  on  o;mershin  of  patent  rirhts,  3uch  legislation  should  in- 
clude basic  princinles,  puidelines,  and  criteria  to  rive  agencies  a 
measure  of  administrative  flexibility  to  handle  individual  cases  (l6:34). 

Neither  bill  uas  forvrarded  out  of  committee. 

In  late  1962,  the  National  Aeronautics  and  Space  Administration 
nroposed  chanrcs  in  its  patent  policy.  NANA  '.-.'anted  to  per.mit  contrac- 
tors to  retain  title  to  inventions.  Congressional  opposition  ;.'as  voiced 
by  representatives  of  both  houses.  Opposition  ;rac  ba-sed  on  three 
points:  the  proposed  chanre  ;.'ould  (l)  violate  the  Space  Act  and  thvart 
the  intent  of  Conyress;  (2)  ir.nede  the  dissemination  of  information 
on  ne;.'  tcchjiolo.y.'-;  and,  (3)  increase  monopoly  (17:30).  Senator  Lony 
held  hearin.rc  of  his  Nononoly  Subcommittee  of  the  Senate  Select  Com- 
nittec  on  Sm.all  Business  to  roviev.'  the  NASA  orooosal.  Senator  Lonr 
called  the  policy  of  ^ivinr  contractors  title  to  inventions  "the  out- 
ra-'-cous  nracticc  of  '-ivinr  nvny  to  ^iant  private  cornorations  for  their 
exclusive  use  the  benefits  of  research  ;;ork  paid  for  entirely  by  the 
taxpayers  ( 18:32)."  At  t!:o.'c  same  hearings.  Senator  Wa.'.me  Norse  of 
Orc-on  called  the  NASA  proposal  "fla-rantly  contrary  to  public  interest 
and  an  outright  violation  of  the  la;.-  (19:26)," 
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NASA  rlid  not  chanre  its  nolicioo. 

In  196^  Senator  John  L.  I.!cClellan  pronoced  a compromise  solution 
to  the  oroblen  of  ifhat  to  do  '.rith  natents  on  inventions  conceived 
under  Government  research  and  development  contracts.  His  bill,  S.1290, 
prooosed  that  contractors  in  most  cases  ’.'ould  ta>:c  title  to  the  patent, 
and  the  Government  -..'ould  '’•et  a royalty- free  licence  to  use  the  inven- 
tion. Ko’.rever,  under  certain  circumstances,  the  Government  would  be 
required  to  tal:e  title  to  the  patent.  Senator  licClellan  said  his 
bill  "nrovides  a reasonable  middle  '-round  betvreen  the  views  of  those 
who  favor  almost  total  ownership  of  natent  rirhts  by  the  Government 
and  those  who  would  almost  totally  enclude  the  Govern.ment  from  such 
oimership  (20:10)." 

The  bill  did  not  '-et  out  of  committee. 

The  continued  Gonrressional  interest  shown  towards  the  '.eed  for 
a uniform  Government  patent  policy,  and  the  efforts  towards  le/’is— 
latinr  a'-ainst  the  "license  policy,"  malcc  both  sides  of  the  armur.cnt 
well  documented. 

Georre  liashinmton  University  htudy 

In  early  1961,  a Govemm.ent-financod  study  made  by  Goormc 
i'fashin.'-ton  Universi ty' s Patent,  Trademark,  and  Copyri'-ht  Foundation, 
concluded  that  the  policies  of  the  various  Government  agencies  were 
workin'-  well  and  were  suited  to  the  piirposes  of  the  acencioc.  The 
study  arreed  v.’ith  the  Department  of  Defense  policy  of  yrantinr  patent 
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ri;;jhtr.  in  moot  cases  to  its  research  and  develonncnt  contractors 
(license  policy),  and  the  opposite  policy  (title  policy)  of  the  Atomic 
iiier,'^.'’  Commission  n'hich  retained  patent  riyhts.  The  report  also  ex- 
pressed the  opinion  that  both  sides  of  the  ar.~ur.ont  vrere  'nailty  of 
overctatinr  their  cases,  and  that  the  conflict  was  part  of  the  po'.rer 
strurj^le  between  bi*"  government  and  bin-  bnsinoss.  The  study  conclude'^ 
that  no  stron^  case  could  be  made  for  a uniform  Government  patent 
uolicy  (21:36-33). 

The  Presidential  '.emoraiidun  and  Policy 
statement  on  Government  Patent  Policy  - 1963 

The  constant  Conrressional  interest,  combined  with  a '-rowiny 
number  of  federal  arcncies  yiven  research  and  development  missions, 
made  it  clear  v.'ithin  the  Ebiccutivc  Branch  that  there  should  be  some 
tjrpc  of  stated  pa.tcnt  policy  towards  federally  financed  research  and 
dcvclop.ment.  The  Office  of  Science  and  Tcchmolo.y'/-  conducted  an  in- 
tensive study,  and  with  the  cooperation  of  th.c  various  aycncics  then 
involved  with  contractin™  for  research  and  developm.ent , prenared  the 
Presidential  I'emorandum  and  Statement  on  Government  Patent  Policy. 

The  policy  statement  set  forth  the  rules  movemin''  the  t.-.nie  of  patent 
provisions  that  '.rould  be  used  in  contracts.  Gcco.'-nition  iras  riven  to 
statutory  patent  orovisions,  and  a balance  was  struck  between  the 
title  and  license  policy  advocates.  The  broad  princinler  of  the  Pres- 
idential Statement  were  outlined  in  the  Patent  Advisory  Panel  Prorross 
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Report  to  the  Pedorvnl  Council  for  llciencc  and  Teclu^olo,'-;'^  (June  196/): 

The  Policy  Statement  reco.'-nir^en  four  banic  conceptn  an  bcin.' 
applicable  to  a Covernnent-vidc  patent  policy;  firct,  that 
althou/^h  it  in  not  feacible  to  have  a completely  uniform  patent 
practice  throu'-hout  the  Government  in  viev  of  the  differin-  mircion 
and  ctatutory  rccponcibiliti er  of  the  several  denartmente  and 
arencies  en^a,red  in  research  and  devclon.ment , nevertheless  thorc- 
is  a need,  for  -reater  consistency;  second,  that  a simple  across- 
the-board  "title"  or  "license"  policy  is  not  the  anevrer  to  thi:' 
difficult  proble";  third,  that  before  t;ie  nublic  can  benefit 
from  inventions  derived  from  Government-sponsored  research  and 
develooment , the  inventions  must  bo  t’evoloned,  ezploited  and 
placed  before  the  public  and  used;  and  fourth.,  that  the  deter- 
minations as  to  the  disposition  of'-Ti.r-hts  bo  made  as  early  as 
practicable,  preferably  at  the  time  of  contract  (ll;2l). 

In  releasin'"  the  patent  policy.  President  Lennedy  said: 

Tt  is  not  feasible  to  have  co.mplete  uniformity  of  practice 
throu.-hout  tl'.e  Government  in  viev;  of  the  differin'-  missions  and 
statutory  rcsnonsibilities  of  the  several  donartments  and  a.yen- 
cies  en-a-'ori  in  research  and  develop.ment  (22:  Ip)* 

Con.-'ressional  Action  After  the 
Presidential  State:::ent 


Lasken  and  l.ornreich  note  that  Con.~rccr.  adopted  a irait-and-sce 
attitude  tom-ards  patent  policy  durinm  the  08th  Con"-ross: 

But  as  it  became  apparent  that  the  Presidential  Policy 
Statement  only  established  a policy  of  "uniform  diversity," 
adoptin."-  neither  a licence  or  a title  annroach,  advocates  on 
both  sides  a.~ain  took  urn  the  debate.  Accordinyl.”,  in  1965, 
early  in  the  89th  Con-rens,  throe  bills  mere  introduced  in  the 
Senate  ropresentin.^  the  various  positions  on  the  eucstion. 
Senator  PcClollan  introduced  S,l809  ’.'hich  van  larmely  modeled, 
after  the  Policy  Statement.  'Senator  Saltonstall  introduced 
S.739  '•’■hich  favored  a license  approach.  Senator  Lon,y  put  forth 
S.1399  which  fdloAfed  the  approach  of  the  title  policy  advocates. 
iicarin.":s  on  all  of  these  bills  '\-rere  l;eld  by  the  Subcommittee  on 
Patents,  Trademarks,  and  Cooyrirhts  of  the  Senate  Judiciary 
Connittcc,  and  are  -"enerally  referred  to  as  the  I'cClcllan  Sub- 
committee Hcari.nmo  (11:37). 


In  introducing  hie  bill  on  the  Senate  floor,  Senator  Lone-  at- 
tacl'.ed  the  major  arr^mentr.  of  the  "licence"  policy  advocater: 

, , . (l)  Private  o’.merohin  of  patentc  ic  needed  to  ensure 
the  commercial  use  of  neu  inventions  and  discoveries.  "This 
ar.yumcnt  is  just  plain  nonsense.  There  is  no  evidence  to  sup- 
port this  contention.  There  is  no  ouickcr  ray  to  stimulate  pro- 
duction, provide  employment,  and  raise  the  standard  of  liviny 
than  to  have  the  Federal  Government  unlock  the  treasures  of 
modern  science  and  make  them  available  to  all  on  opual  terms," 
Scna.tor  Lone-  said.  (?)  If  Government  contractors  do  not  receive 
patent  ri.mhts,  the  incentive  to  invent  -sill  be  stifled  an'’  the 
scientific  and  technolopicnl  level  of  the  country  v.-ill  fall, 

"That  statem.cnt  has  been  made  by  many  hypocrites  mho  themselves 
contract  ■’..’ith  scientists  and  cna-incers  day  after  'lay  and  prohibit 
them  from  havinm  the  benefit  of  their  discoveries  and  yet  they 
e::pcct  those  scientists  to  nroduce  '*ood  ■|■:ork  for  them  (?1:12)." 

But  Senator  Lonr  a.main  found  hinsclf  in  the  minority  nocition. 

Of  the  :;itnescen  heard  by  the  senate  Patent  Subcomm.ittee , only 
Senator  Lonm  spoke  in  favor  of  his  plan  to  require  Government  oraerchip 
of  all  patents  rcc’clt ir.~  from,  federally  financed  research  and  develop- 
ment 

The  LcGlcllan  bill  vas  for'..-ardod  to  the  Committee  on  the  Judiciary 
•..'here  it  passed,  but  too  late  to  be  voted  on  by  the  Genate. 

Over  a period  of  ?0  years,  the  Co.n,"resE  had  considered  numerous 
bills  to  establish  a uniform.  Government  pate.nt  uolicy.  .''orevor,  the 
cuestion  of  license  versus  title  oolicy  had  advocates  of  crual  strenmth. 
Consequently,  no  le.-^islative  action  -mar  passed  to  create  a uniform, 
patent  policy.  Failin.'-  at  his  objective  of  a uniform  patent  nolicy, 
Jenator  Lon,'-'-  became  fam.ous  for  his  "Lon~-anendment"  uhich  '.rac  tacked 
on  to  every  research  and  dcvcloptnent  bill  rcachinm  the  Senate  floor. 

That  amcndm.cnt  '-avc  title  to  the  Government. 
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With  ineffective  Con^reccional  action,  and  a dir.r.nti nfacti on  with 
the  ihcesidential  policy,  the  cituation  ’rac  open  for  the  Judicial  Branch 
to  influence  Government  patent  policy  to^,•card^  o'.rnernhi-n  of  inventionc 
recultin'-  from  federally  funded  rccoarch  and  development. 
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i ; v'  .c:  Influence 

’’'torn'c  Cr:r:c 

i’’ o '••r  O'  1 V-  ! e iornn'.iur  nri'  ‘tp.'tr  .-.en't  on  Covernrent  Patent 
.olic;'  of  1 cotalil  -ui'i''lircr  for  ''ctcr’rdnin.”  oatent  ri'~htr 

On  inventions  rcrultinr-  fror.  fecierr.lly  financcfi  rcccarch.  liovrovor, 
the  -uii’elinc:-  •.:ere  not  Hofinitive,  and  none  o’..T!orr:hip  euertiona  did 
ariro. 

One  ruep.  care  ’..-ar:  the  Clator.ad.c  Cane  in  -..•rich  Pr.  Robert  ii.  Cade, 
Univerrit'f  of  Florida  in  Oainenvill c , Koriied  under  a IJational  Institute 
of  "ealth  "-rant  fron  1962  to  1969.  In  1965  he  ber<an  studicr.  on  salt 
and  n'ater  ractabolir.n  and  used  univernity  athletes  in  some  of  hin  re- 
nearch,  3y  Decoirber  1966,  he  had  dcveloncd  the  thirst  cuencher  non 
kno'.m  an  Gntorade,  and  he  reruertod  forna  to  file  a ntater.cnt  of  in- 
vention. Ho'.:cver,  because  Dr.  Cade  '..'ac  on  the  faculty  and  used  univer- 
sity studentc  and  facilities,  the  university  thourht  it  should  have 
tiic  ri-hts  to  the  invention.  Because  Br.  Cade  v:as  vrorkin/:  under  a 
federal  '•rant,  the  U.ii.  Governnent  thou~ht  it  should  have  the  rirhtr. 
Dr.  Cade,  -..’ho  claimed  that  he  developed  Gatorade  on  his  o^m  time, 
thought  he  should  have  the  rights  of  o'.mcrship  and  disposition.  Be- 
cause Dr.  Cade  and  the  Gatorade  Trust  he  founded  '-avo  Stokely  Van  Cano 
pernirsion  to  bottle  ant?  sell  the  bevera,^c,  that  comoany  thought  it 
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I'houlu  hr.vo  ri/'htr.  The  i-;n''o]-voc  ritual, 
CTurtr,  to  dotornir.c  -.:ho  ciioulc’  '.irvc  the 
patent  pirht  to  Ratorarie  v;ac  eventually 
licensee,  Stokely  Van  Canp. 


ion  ’..’an  turned  over  to  th.e 
patent  ri ~htr.  ( 2-  ; 14 1 ) . The 
nunrded  to  Dr.  C<adc  and  kin 


iievinin.c  the  196'^ 
Presidential  Policy  Statonent 


In  1965  the  Pederal  Council  for  Science  and  Tcchiiolo'pa  crtnblisiicd 
a Connittee  on  Goverr.r.cnt  Patent  Policy  under  its  Patent  Advisory 
Panel,  The  connittee 'c  nisoion  '..•as  to  access  ho’.r  the  196^  Presiden- 
tial Policy  U'ac  ;:orkinr  in  oractice  and  to  aceuire  and  analyse  add  i- 
tional  infornation  that  coul’  heln  roaffir-  or  nodify  it. 

On  Au-ust  21,  1971 » President  Piron  announced  a revision  to  the 
1963  Pres idont ial  Patent  Polic'',  The  revision  ' as.  the  result  of 
reconnendations  nnde  by  the  Connittee  on  Govomnent  Patent  Polic", 
and  •..'as  desirned  to  clarify  rone  of  the  patent  ri.~ht  cuestions  such 
as  that  uhich  developed  in  the  Gatorade  Case,  Jcie.-.cc  ~'ca's  reported; 


The  I’rer,idcnt ' r.  pnv.'  policy,  based  in  part  on  the  connittee's 
reconnondation,  allo’.;s  private  conr.ercial  developers,  to  obtain 
caclucivc  licenses  to  Governnent-o'.med  patents  (previously  con- 
sidered to  be  in  the  public  domain),  Conmercial  developers 
have  been  un'.;illin,'~  to  buy  licenses  for  the  use  of  inventions 
since  they  had  no  ^arantco  of  e:-:clunive  rirhts,  IIo::  the  head 
of  a Governnent  aa-cncy  ’,;ill  be  onpouered  to  r-rant  r-roatcr  ri^'htr 
to  Governnent  financed  inventions  to  private  contractors  if  the 
a~ency  head  deternines  it  a necessary  incentive  for  comnercial- 
isat’on,  Where  principal  or  exclusive  rirhts  to  an  invention 
are  retained  by  the  Governnent,  the  no*.;  policy  rays  the  Govern- 
ment nay  "rant  the  contractor  an  irrevocable  none::clusivc  roy- 
alty-free license  throu>~hout  the  world  (26s  14  3), 


I 
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And  Chcnlcal  a:id  ';inrineorin.":  I'c^rn  reported; 

Overall,  natent  oolicy  for  invontionr  arininy  from  Government 
funded  renenreh  uill  still  vary  from  ayoncy  to  arcncy.  At  the 
Defcnr.e  Dcnartment,  for  inctance,  the  policy  on  nuch  inventions 
rcctc  largely  on  the  ncu  nolicy  r.tatomcnt.  At  luMlA  and  AEG,  patent 
policy  ic  .r-uided  both  by  statutory  renuiremente  and  the  neu  nolicy 
etatement  (27:6). 

In  erplaininr  the  rationale  of  the  Patent  Policy  Committee'n  recom- 
mendati one  embodied  in  the  Ihrenidcntial  Policy  revinion,  O.fi,  Paumann, 
Ibcecutive  secretary  of  the  Committee,  pointed  out  that  none  20,000 
Government-noonsored  inventionc  •..•ere  then  "r,ittin.~  on  the  shelf,"  and 
nen  incentivee  nere  needed  to  aet  them  to  the  cta,~e  of  ma,rk;otability 
(28:1007). 


ileviced  Policy  Challenred 
in  the  Courts 


Under  the  revised  Precidcntial  Patent  Policy,  the  General  Servicer, 
Administration  •i;ac  directed  to  oublinh  irn-Dlementiny  re.-ulat ionn.  Those 
re.'-ulationc  then  became  the  tar'-et  of  Palnh  Iladcr'c  Public  Citiaen, 
Incorporated.  Public  Citinen  chcllen.'-ed  the  policy  of  -rantin'*  exclu- 
sive licenses  •..'hich  vras  established  in  the  implementing  re.yulation.  It 
•.'ar  President  Uixon’s  intc,ntion  to  use  the  option  of  n-rantin.-  cxclu'sivc 
licenses  to  spur  commercial  development  of  Govemmcnt-oi-.'ncd  patents  and 
to  rive  federal  a.-encieo  --reatcr  flexibility  in  .mettin,'*  inventions  used. 

Public  Citisen  brou.-ht  suit  arainst  the  Administrator  of  the  General 
Services  Administration  (29) » and  in  January  197A  Federal  Judyc  Parker 
ruled  that  the  "Constitution  prohibits  defendant  (GSA)  from  rrantiny 


cr.clucivc  licenser  on  Government-ow-iecl  pstentr:  and  inventionn  without 
Con'-reucional  nuthorination,"  and  that,  "Gonrreer  hac  not  authorised 
defendant  to  "rant  cxcluoive  licenuoa  on  Government-owned  patents  and 
inventions,"  The  Court  hold  that  the  GGA  rerulationc  were  void  and  of 
no  effect  (30:l).  The  patent  ro.~ulationa  involved  in  the  cuit  applied 
only  to  inventions  developed  in  Government  laboratories,  so  the  overall 
effect  on  industry  w'as  limited.  However,  snurred  on  by  Judre  Farher'r 
rulin.",  Public  Gitisen  initiated  a ne’.:  suit  :;hich  challcn~ed  the  G3A 
regulation  yoverninm  patents  stemming  from  ::otI:  under  Government  research 
and  devolonment  contracts  (31).  In  its  brief  Public  Citizen  said: 

Tt  should  also  be  noted  that  these  (G3A)  re.yulations  are  of 
mroatcr  si-nificance  to  plaintiffs  as  tarrpayers  and  consumers  than 
the  rrevious  (exclusive  licensin.")  re~ulations,  because  the  bulk 
of  today’s  Goveiaiment  research  is  conducted  by  nrivate  industry. 
Thus,  in  1953,  "tn®  federal  Govcrn.ment  spent  31  billion  on  research 
in  Government  laboratories  and  only  another  31.7  billion  for  re- 
search by  private  industry.  3y  1973,  the  Government  enpenditures 
for  rocor.rc';  and  devolonment  had  soared  to  0l6  billion,  of  which 
anpro^rimatoly  war;  bcinr  allocated  to  private  industry  (32:59). 

The  Public  Citizen  ar,"ument  was:  (l)  the  Constitution  rave  Conyresc 

sole  auti’.ority  to  disnosc  of  Government  nroperty;  (?)  natonts  ror-ultin.~ 

fro",  cnncniiituro  of  Government  funds  of  research  contracts  are  Government 

pronerty;  and  (3/  unless  onnlicitly  authorised  to  do  so  by  Conrress,  it 

’.ras  unconstitutional  for  Government  a'--encicc  to  dispose  of  them. 

Unfortunately , for  th.e  m.erits  of  th.c  case,  the  Justice  Department 

ar"ue!’  that  Itiblic  Citizen  "lacked  standinm  to  sue,"  and  the  District 

Court  amrecd.  Doth  Public  Citizen  v.  .Irthur  P.  Samnson  cases  were  then 

anpealod  to  t’-.e  Court  of  Anneals,  the  first  case  (ejrclusive  licensing) 


Rp-ner.lod  by  the  Govcrnrient , end  the  r.econd  cr.ce  (allocation  of  natent 
ri^htr.)  by  Public  Citinen.  Tlie  cacen  i.'ore  cr'med  to-ethcr,  and  the 
Circuit  Court  of  Appeals  ruled  that  Public  Citison  lacked  standin'^  to 
cue  in  both  cases,  thus  reverrins-  the  District  Court  rulinr  in  the 
first  case,  aid  uoholdiny  the  District  Court  in  the  second, 

Considerinr  the  onotion  -..-hich  "title  versus  license"  policy  in- 
spires, other  suits  Kill  undoubtedly  be  filed  in  the  future,  and  sooner 
or  later  the  Court  -.rill  rule  on  t!;c  oicrit::  of  the  case.  At  that  tine, 
cepondin--'  on  the  rulin~,  the  Governnent  could  be  forced  into  adontina- 
a uniforn  natent  policy. 
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g:]c?io::  vi 

Goycrnr.cnt  Patent  Policy  - 1'777 
Thirty  Si::  Yc.-xrr  of  Debate 

PVon  1941  throurh  1*^77  the  rron  an<3  cons  of  a uniform  patent  rolicy 
h.ave  been  arrued,  without  resolution.  For  3<o  years  the  Govcirimcnt  nolicy 
tom-ards  owoiorshin  of  federcilly  fu^nded  research  and  dcvelonnent  patents 
has  remained  virtually  unchan."ed. 

3y  all  three  branches  of  the  federal  Government  had  had  an 

oonortunity  to  influence  the  Government's  natent  policy.  A uniform 
natent  policy  -..'as  not  in  ef-f'ect,  and  there  •.:erc  many  nolicy  rakers  '..'ho 
felt  that  none  was  needed. 

Presidents  Poosevelt,  Truman,  r.ennedy  and  ri:ron  had  attemnted  to 
formulate  their  rcsnective  Government  natent  policies,  vrith  var-inr 
derrees  of  success.  Still,  no  ii:;ecutive  action  had  resulted  in  a 
uniform  patent  nolic”. 

Gor.'-ress  had  expended  untold  time  and  effort  in  hearinr  the  nropon- 
ents  of  "license"  versus  "title"  policy.  Unable  to  resolve  the  nuestion 
in  one  lerlslative  act,  Conrress  niece-mealed  lerislat ion  in  numerous 
acts  vrhich  established  ovmership  of  the  patents  by  statute. 

j\nd  finally,  the  Courts  were  asked  to  protect  the  "public  interest." 
Unfortunately , t;io  second  Public  Citisen  v.  Arthur  ?.  Sampson  case  •..•as 
not  ar:*ucd  on  its  merits,  and  wan  eventually  terminated.  The  Courts 
may  yet  resolve  the  ruostion  of  a uniform  Government  n.atent  policy. 
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Dr.  iifillina  0.  (iueconbcrry,  ono  of  the  Government ' o foremost  patent 
policy  cxnerts  'i.’rotc; 

The  in  three-dimensional . Supporters  of  the  two 

schools  of  thought  are  nov  firmly  entrenched  in  their  respective 
car.ps  of  advocacy.  There  have  been  fex,  if  any,  who  have  crossed 
over  since  the  ideoloyical  lines  ’..’ere  dranm  some  thirty  years  a.~o. 
-lac}i  ncs'  roneration  of  enthusiasts  merely  takes  un  the  rauntlet 
from  •..•cary  precursors  and  flails  a’.;ay  vrith  uell-s-orn  arguments, 
oro  and  con.  In  the  course  of  the  battle,  advocacy  of  a uniform 
license  nolicy  is  usually  counlcd  v;ith  admiration  for  the  patent 
syste~,  and  the  banner  is  staunchly  carried  by  patent  lavryers 
morally  supnorted  by  American  businessmen.  Advocacy  of  a uniform 
title  nolicy,  often  accomnanied  by  hostility  to  the  patent  system, 
is  a- — rossivcly  oursued  b;-  an  eeually  dedicated  core  of  liberal 
noliticians  nourished  by  ti-.e  convictions  of  e.commistr  and  a.nti- 
trust  la'.ryors.  The  third  dimension,  under  a banner  of  "flexibility 
not  uniformity,"  merely  endorses  a kaleidoscope  of  mission  and  con- 
stitue-'.cy  influenced  policies.  It  really  has  not  solved  the  basic 
eontrovers;-.  Giver.  enou~h  time,  it  stands,  to  be  impermeated  by 
ti.e  steady  flov  of  restrictive  le'-isl.at ion  v.'hich  slovrly  cnlar<'es 
the  beachhead  for  the  title  ■f'orcos  i;i  the  battle  (V-s8). 


y.Q-.:  Comnromire  Lc  -is.lati  on 

At  the  time  t'r.is  renort  is  bein~  -..•rittc",  a nci,-  vcrs.ion  of  a 
"unifor-;  patent  nolicy"  bill  has  been  introduced  in  the  House  of  Repre- 
sentatives. ‘.R.6?/^  ',  introduced  by  Renresentative  Ray  Thornton  of 
Ari  a.nsas  (V),  is  intended  to  satisfy  both  license  a.nd  title  policy 
advocate:-.  The  basic  ido,-  of  the  bill  comes  from  the  Alternative 
Annroach  su. — ested  by  the  Commisr.io-i  on  Government  Procurement  in  its 
1 "J?  renort  That  arrnroach  c.alled  for  allci.'inm  the  contractor  to 


retain  exclusive  commercial  ri'-hts  to 
ally  funded  re:-.earc;  and  develonment . 
the  exclusive  commercial  ri'-^ts  -..-ould 


any  natents  resulting  from  fedcr- 
The  renort  did  not  specify  v.-hether 
be  in  fact  the  title  to  the 
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invention,  or  nn  crrclunive  licc;inc.  In  r.  :;c);olarly  treatirc  uritten  in 


Qucrcnhcrry  built  upon  the  Governnont  Procuronent  Cornniceion 
Alternative  Anproac}i,  raid  rcconnendcd  that  the  uniforr;  patent  policy  be 
ir.plernonted  by  iicvlnr-  the  Government  retain  title  to  all  invontionc 
roGultinr  from  federal  reuearch  and  development,  vith  the  contractor 
beinm  licenced  to  ojroloit  commercial  applicr.tionc  of  the  invention  (33). 

reflects  yet  another  approach  whic!'.  vac  develoned  by  tlic 
Committee  on  Government  Patent  Policy  of  the  Pedcra.l  Council  for  Science 
and  Technoloy-,  That  anproaoh  allowc  th.e  contractor  to  retain  title  to 
rjT.y  invention  rccultin;-  from  federal  rccearch  and  devclonment,  •..'ith  the 
Govcr.im*cnt  receiving  a ?ionc::cluci ve  licence.  Ilouever,  a ei-Tiif icant 
no-,;  orovicion  hac  been  added  that  mill  allov:  the  Government  to  cub- 
licence  in  the  event  the  contractor  rcfuroc  to  mivc  a licence  to  a 
third  narty. 

Duriny  hearinme  hold  before  the  Poure  Subcommittee  o;-!  bomectic  & 
International  Scientific  Flannin"  <?;  Analycic,  chaired  by  Rcurcccntativo 
Thor’.'iton,  it  '..-an  pointed  out  that  there  are  now  m.ore  than  20  different 
Government  patent  policioc.  In  acsertiny  that  a uniform  Oovemment 
patent  policy  ic  needed.  Dr.  Betcy  Anchor— Johneon , Accictant  Secretary 
for  Science  and  Tcch.ioloy;-  at  the  Geoartment  of  Commerce,  ctated  that 
the  divcrcity  of  a'~cncy  prccticec  hac  "placed  an  cnornouc  and  needlecc 
adminictrat  ivo  burden,  on  both  the  aronciec  and  their  contractors, " 

The  burden  arir-.oc  from  cmtencivo  nomotiationc  over  the  riykte  to  be 
.-raiited  contractorc  and  thocc  to  be  retained  by  the  Government  in  come 
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0,000  rcccfirch  n:ic’  dovolop.-nonl;  contracts  every  year  (36:1^!), 

Ill  an  effort  to  have  a uniform  Government  patent  polic-,  the  pro- 
poned hill  also  containc  a section  reocalinv  or  a;.;ondin~  all  nrevious 
statutes:  (such  as  and  hhOA  le .pislati  O’n)  •.:hich  rive  title  to  tlie 

Government.  If  the  proposed  bill  is  enacted  as  :io”  aritte::,  there  vil] 
be  in  fact  a uniforr.  Government  patent  policy,  ..itl;  one  type  of  oatent 
x'i"htr  clause  for  the  federal  a.^cncjcs  to  use  in  contracts  coverin'* 
research  and  'Icvclopnent . 


3ascd  upon  previous  Ic'-islativc  e::sericncc , there  anpears  to  he 
little  roasusn  for  optimism  that  any  uniform  Government  patent  nolicr' 
bill  i.’ill  be  passed  b'*  Cou'-ress.  Gut,  perhans  it  is  time  for  compromise , 
as  l)r.  y.ucsenberry  has  proposed; 

The  A:.'.crican  public  has  raid  for  Gover::mcnt  tcchnolo/y. 

It  deserves  the  ririit  to  accept  or  reject  this  tcchnolo'*/.'  at 
the  commercial  marketplace  and  to  a uniform  patent  policy  ',:hich 
u'ill  accomplish  this  to  the  ^-roatcs.t  de*ree.  Opponciots  of  the 
patent  system,  be  tiicy  liberal  politicia:is , co:ocumer  advocates 
or  antitrusters,  must  not  succeed  in  isolatin-"*  the  public  from 
this  tecluTolo.-y.’-  v:it!i  unsubntexot iatec  f era's  of  economic  concem.- 
tration  and  marhet  abuse.  Thirty  yca.rs  of  patent  policy  debate 
is  cnouph  - let  us  met  on  ;:ith  th.o  job.  It  is.  time  foi'  compro— 

misc  (3309). 

i’’or  the  ti:'.c  bcin y,  the  federal  Govcr7'..ncnt  -.rill  continue  its 
cnistin.m  -policy  uhich  is  a r.i:*turn  of  license  and  title  oolicy.  It 
'.rill  be  interestin'*  to  i’ollon-  the  course  of  h.R.6?49t  to  i'.car  a.'-ain 

t!'.e  h.istoric  ar  "nine  its  of  the  licc^ise  asid  title  policy  advoc.ntcs. 
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VII 


Deonr-t^.or.t  nf  Defence  Patent  Polic" 


Dovolonne  it  of  Gunrent  Patent  Polic’. 


Diice  prior  to  '.lorle  '■'ar  II  t’le  Depart.Me;it  of  Defense  has  naintained 
that  it  i;  in  t!;e  ruDIic  interest  to  ~ivo  contractors  the  rights  to  in- 
vent i orn  •.:i.ic!:  cvo''vo  fron  Defense- funded,  research  and  d.ovelopnent  con- 
tract . Depart  ie  it  of  Defense  representatives  hm-c  testified  effectively 
at  C'n  vossi  onr.l  hoarin  v;,  and  a'ith  the  onception  of  t.hc  Public  Citison 
case'  , there  h- :•  been  little  effective  challcnyc  to  the  "license"  policy. 
Th-C  l;,tf'st  •u;’i.''or.  . oolicy  nroposal  (h. P.  of/iy)  yoncrally  reflects  the 
Departr.o.it  of  Defense  natent  “'OliC”, 


.,as,e-  unon 


actual  nracticc,  Depnrtne-it  of  Defense  nolic”  is  ti: 


t’lc  Grovenvont  i;ill  usualxy  rcourc  an  irrevocr.ble , n.ononclus.i ve , non— 
tr.ansfcrablc  a id  roy'-lt;'  free  ' icentje  for  pate. its  developed  durinr 
rcr-oarch  and  development  contrr.ctc.  In  s.o.m.o  inetanoes  title  vill  be 
taiien,  such  as.  •..iien  a contractor  is  not  clipiblo  or  docs  not  '..'ant  to 
retain  title.  In  such  cases  the  Govcrnr.icnt  retains  title,  and  tiio  patent 
"ocs  into  tiio  respective  a-ency's  nortfolio, 

hoi.-evcr,  in  point  of  fact,  the  Departnont  of  Defense  is  operatiny 
undcr  a "flexible"  nolicy  reeuired  by  the  Icrned.  Services  Procurenent 
Do. *alationr  The  natent  ri.phts  clauses  in  the  ASFH  reflect  the 

Ilnccutivc  branch  policy  as  yiven  in  the  President's  Statement  of  Govern- 
:'.cnt  Patent  Policy  on  12  October  ly63»  end  revised  on  21  Au.yust  le’Yl. 


I 


T-'ic  bcicic  in'tGr*u  o±  x;iciu  polic^^  is  to  pponotc  the  dcvclopnent  of*  inven— 
tior.E  rccultiii'  fron  feclornlly  fundee  rencarch  and  devolopncnt  ro  that 
the  public  ccn.  benefit  from  civilia:i  ure  of  thoco  invent i one.  The 
Frcaident'c  Statonont  "avo  rice  to  three  cate-'oriec  of  procuronent 
eituationc  in  '.:hich  an  patent  ri~htc  clauce  i.-ill  he  choren  uhich 

beet  r.chicvec  the  intent  of  the  nolic;-. 

Patent  l^iphtn  lictontion  By  th.c  Government 


In  the  firet  of  the  procurc  -.ent  ratuatio;ie,  the  patent  ri~htc 
■••ill  bo  retained  by  the  Govcr:n:cnt  in  accordance  -..-ith  .'iJjF.l  h-l'!7.2(r.) 


(1)  The  principal  purpoce  of  tlio  contract  ic  to  create,  de- 
velop or  ir;prove  productr. , proccccca,  or  .'.cthodr;  •.-hich.  are  intended 
nor  commercial  uco  by  the  r-cncral  public  at  h.omc  or  abroad,  or 
•i.diich  -..-ill  be  reeuirod  for  ruch  ucc  by  Government  re-njlatior.a 
(cue;:  ac  Civil  Dcfenrc  item'  ). 

(2)  The  principal  uce  of  the  contract  ic  for  emploration  in 

a field  -:hich  directly  conco.zm.z  the  Public  Health  or  Rablic  Welfare 
(dru-'c,  medical  inctru.ientc , etc.). 

(3)  The  cor.tra.ct  ic  in  a field  of  ccience  or  techonolo.y;,’-  in 
i.’hich  there  hr.a  bce'i  little  ci-nificant  eirperieiice  outcide  of  irorh 
funded  b,v  ti’.e  Government,  or  ■;,'}:ere  the  Govern.ment  fca.c  been  the 
principal  aovclopor  in  the  field  and  the  rcte.it ion  of  tiie  corclucive 
ri'^hme  at  trio  time  of  contractinr  mi~ht  confer  on  tiie  contractor  a 
preferred  or  dominant  rocitior. 

(4)  The  rervices  of  the  contractor  are  for  the  operation  of 

a Govcrnmc'it— oiaied  re:  earch  oi*  production  facilit”,  or  for  coordin— 
atiny  and  dirertinm  the  uork  of  othern. 


jJh.en  the  Contract  in.-  Officer  determinec  that  the  contract  .mectc  one 
of  the  cituationr;  lictod  above,  the  Patent  iUrhtc  Accuicition  3y  the 
Gcnr'cmncnt  Glau:  c in  AhPR  7-302.23(2)  mill  be  included  in  the  contract. 
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That  clauao  allocator  t};c  priacipal  ri-;:ta  to  ray  iavcationn  to  the 
Govei';. !nc;;t  cubject  xo  ti  o roi  om'ati o’-;  oi"  a revocable,  nor.-o::clunivc  aacl 


royalty-rroe  licence  to  the  con.trrctor. 


Patent  hi'-i-.t.-:  detention  By  t:;o  Contractor 


The  contractor  -..-ill  nornally  retain  the  principal  or  eyclucive 


riyhtc  in  any  recultin-  invent ionc  the  contract  fallc  into  the 


.'•ituation  outline'!  i;:  /iCPP.  '-I’lT.gCb): 


......here  the  rurnoce  of  the  contract  ic  to  builf’  upon  enictin,- 

hno.rlcdre  or  tec;'.nDlo>y,'  to  develop  infornati  r-.,  products,  procescen, 
or  nou.hodc  a.  or  use  by  t-.o  Covornnent,  and  the  nork  called  for  by  the 
con.tract  ic  in  a fiel  l of  tec!n'.olo.y;’’  in  '.rhich  the  contractor  kac 
acruired  tcch::ical  conpetence  directly  related  to  an  area  in  irh.ich 
ti!c  contractor  r ectablic'ied  non- ovcrn.nental  connercial  nocition. 


.•fl-en  the  Contract  in  - Officer  'ictor.ninec  that  the  contract  falls  into 


r.ta-ory  the  Patent  Pi"'it."  - Retention  by  t!:c  Contractor  Clauce  in 


.UFR  7-102. ''i(b)  rill  be  included  i::  the  co^itract.  Under  the  nrovicionc 
01  u-.t-t  clt-uce  ...o  contractor  rotainc  t;’o  entire  ri'~ht  to  any  iiivcntionc , 
•_ncl  'rant.';  to  tr.c  Govornnont  a non— crrclucivo , non— trancfcrable , pai'‘— up 
licence  to  nal:'' , uce  and  cell  eac-;  invention  on  behalf  of  t!'.c  Govcrn.'ncnt. 


The  vast  najority  of  Denartr-ont  of  Defc'icc  coi’.tractc  for  reccarch  and 


dcvelo-one.'.t  ucc  that  clauce. 


Patent  Ri'htc  Deferred 


The  third  and  final  '■cneral  procureront  situation  ac  outlined  in 


/uiPS  .,-107. 2(c)  allorc  the  Contractin--  Officer  to  defer  nakin.'-  a decicion 


on  patent  ri"ntc  until  inventions  have  developed  under  the  contract. 
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situation  armor,  •..■hon  the  caaaoroial  Intorortr  of  tho  oontraoto- 
aro  not  ouf.fiolontl;,  ortablirhof  ar  flonon.-trato,!  b;,  faoto.-r  .r-acl-,  ar 
:=ao-..-h»:.-,  Osorio:, 00,  and  patont  porliio-,.  I„  jp,r  rituatlon  too 
Contracting  Officer  urea  .tspa  7_oto.f,(r),  pam,,,  jj.o,r  . D„forrod. 

Depc^rt-oni:  of  Lefenne  Patent  Polio;-  _ inyy 

fho  Bopcrtno-.t  of  Dofonro  patent  policy  i=  airoctly  rofloctcd  in 

X-Cf  procure. .-.ont  ro'-ulr.tior.c.  T'lo  Cortr-'o-^iin- 

i-t.  oontrc.Ci.j.u'-  0.ificcr  ovaluateo  hie 

cor.traci:  r-ituatiou  to  r'e-' e—nino 

co  r.f.ae..iinc  i.  it  le  covcrcc'  b;.-  tho  --ISPH,  end  if  .-o, 

Oinply  rolooti;  the  appronriatc  p.ctcnt  ri-i,to  claurc.  /or  "florlblo"  ar 

t!,at  rppearr,  tho  Uonartnont  of  Dofonro  rtill  folloa-r  i,r  tracitlonal 

poltc,-  01  -la-in-  title  to  tho  contractor  in  the  -jaiorit.-  of  rococroh 

an.:  fcvolopncnt  contractr.  iinfortunatoly,  very  fev  rtudicr  arc  alilabic 

-l.e  rtatar  of  patent  ri-hi=  on  in</on.tionr  rccultin-  fron  Bcpcrt-.cnt 

Of  I.ofc:-...:c  rorcro!  ao.f  dovclopnont  fundin-.  .P,  a.hninlrtrativo  void 

c.'iictr;  i t the  Pcr,art;-c;t  of  hoi-cnee  eten-cturr  ^ ^ 

pouc,-  oniity  at  tho  ton  level.  The  rervicer  and  a-e,elee  hove  either 
o-.e  .or  lore  entitle..  re..-..onrille  for  pate.,t  polioi  and  adnini. tration, 
h-i-  0 e.  c.'h,  .-nc  .’o  '..evelop  data  coneernin.-  the  eta.tue  of  patont  ri"htr 

aph  invention:-  nceultin'-  fro--  tlei-o  contn-c-^iva.. 

• .<  . i-  conti..Coi..  . r.oi.-cver,  tr.oeo  etudiee 

rre  nornall;-  li;.iitcd  in  ecopc,  aiid  dei  i-ixcd  to  r-atiaiy  a cervice-related 

roruiro'.ont. 

Tnc  ./UPH  ie  bared  on  the  -o.al  of  tho  i^ceident'n  Stato.nont  of 

Govern.r.'.ent  raten---  Pol -id’-.  • j. 

liP  , ir.  to  pron.ote  the  dovelonnent  of  inventiona 

ronultinr  fron  foderall;^  funded  :ihD,  and  to  conmereialise  thoae  inventiona. 


Thoroforo,  it  irould  be  appropriate  to  ar.k  •■.•hat  kind  of  rucceon  the 


Goveimmcnt  har.  had  in  "ottinr  thonc  invontionr  and  tcchnolor-/  releanod 
to  the  Dublic,  and  v:hnt  kind  of  return  on  investment  the  public  r-r.tr. 
for  the  320  billion-nlus  that  the  Government  pays  each  year  for  oalario.o, 
"rants  and  contracts  to  renerate  technolo"”.  Gncakinr  to  those  rucrtionn 
durin."  a 1976  scmin.nr,  3r.  Ciuesenberry  indicated  that  of  some  1/1,000 
Govcrnment-f inanced  inventions  patented  by  contractors  durinr  the  pre- 
vious 10  years,  only  one  in  ten  irar  co.mnerci alined  (brouyht  to  the 
marketplace)  (37sl^).  It  can  be  assumed  that  a larre  •oercentare  of 
those  14,  100  inventions  resulted  from  I)er)artment  of  Defense  contracts. 

The  Department  of  Defense  and  its  contractors  arc  not  entirely 
resnonsible  for  ti’.e  failure  to  commercialise  inventions,  dcveloned  \indor 
research  and  development  contracts.  In  some  cases,  there  are  limited 
cof.mmcrcial  anp]  i c.ati  ons , in  other  cases  si.mif  leant  canital  investment 
•..•ould  be  reeuired  to  briny  tl’.c  invention  to  the  marketnlace.  And  in 
some  instances  the  natent  ri"hts  are  nrobably  so  confused  that  the 
co.nmercial  applications  are  ianored  in  order  to  avoid  Icral  entanyle— 
nonts.  But  it  is  obvious  that  the  current  natent  nolicies  of  the 
Denartment  of  Defense,  stated  or  actual,  flexible  or  license,  contribute 
maryinally  to  the  Bnecutive  branch  yoals  as  established,  in  the  President' 
Jtatemont  of  Govcimment  Patent  Policy. 

It  "ould  annear  to  an  interested  observer  that  the  flerible  patent 
policy  of  the  "h'ecutive  branch,  as  reflected  in  t’le  Armed  Gem'ices 
Procurement  Uenjlations,  is  not  nchievinr  its  desired  objectives.  It 


•..'ould  <ilr.o  cppcr.r  that  Con'-resr  have  tn  or.tablich  a fir::;  and  i 
forr.  Govornnent  patent  policy  if  the  nublic  ir  to  benefit  from  the 
inventionr  nadc  under  Governnent  contract. 


Conci union 


The  Department  of  Defence  han  been  a rtrorv  and  vocal  advocate 
of  licence  policy  for  many  yenrr.  "onever,  that  policy  hanl  alwayc 
reflected  the  crtablinhed  rolic;'  of  the  ibrccutive  branch.  The  current 
policy,  an  etnted  in  the  Ih^ecident'c  dt.ntement  on  Government  Patent 
Policy,  h.ac  been  challcnmed  in  the  Courtc,  and  •,:ill  undoubtedly  be 
tectec  aa-ain.  It  in  nont  probable  th.rt  Conyrerr  cill  be  forced  to 
ler-iclnto  n uniform  natent  policy  - but  •..••  ether  it  -^ill  finally  advo- 
cate title,  licence,  or  flenible  nolicy  ic  ctill  the  ouertion.  If 
a licence  or  flenible  policy  in  .adonte',  t!:c  Dopartnent  of  Defence  \.-ill 
continue  itc  precent  noliciec.  'o-.-ever,  if  C-Dn.-rerr  choorer  title 
pol  i cy  the  Dcncrtment  of  Defence  '.'ill  have  to  -'.ahr  r i i f 1 c.^’ct  chan'er 
in  the  Armed  Gervicer  Ih'ocuroment  Se'nji  rti  on" , " nd  the  nrocedure:-  t;;at 
it  ucec  to  contract  for  recearch  and  '’evel  or>- p*'^*  , 
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